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DETAILED ACTION 

Specification 

1 . The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1 - 21 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

As best understood by the examiner, the applicant has failed to properly disclose 
the relationship of the first, second, third, and fourth items. That is to say, each item 
has their own identification information associated with their respective radio frequency 
identification labels and each of the items are being compared with each other. 
However, the specification makes no mention how and why the identification of each 
item is being compared to the other in order to come to the conclusion that an item is an 
item that was brought into the store by a shopper. Further still, the examiner is also 
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uncertain as to how the third identification information is determined using second 
identification when both identifications are associated with two different items. As a 
result, the current claims are disclosed in a manner that is inconsistent with the 
disclosure of the invention in that there is subject matter not properly supported by the 
claim. Moreover, because the claims are not fully supported by the specification, it 
leads the examiner to believe that the invention is not fully disclosed and that essential 
methods are being omitted from the specification, which would result in undue 
experimentation. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1 - 21 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

6. Claims 1 and 11 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the 
steps. See MPEP § 2172.01. The omitted steps are: distinguishing items for sale from 
items brought into the store. 

7. Claims 1 and 11 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the 
steps. See MPEP § 2172.01. The omitted steps are: the result of the comparison of 
the second identification information to the first identification information. 
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8. In regards to claims 1 and 11, the examiner is uncertain as to what the applicant 
is attempting to claim. As best understood by the examiner, the invention according to 
the claims is as follows: 

• The identification (ID 1) of item 1 , which is associated on a RFID (RFID 1), 
is stored in some type storage medium. Item 1 being sold at the store. 

• The identification (ID 2) of item 2 (completely different from item 1), which 
is associated on another RFID (RFID 2), is obtained using a RFID reader. 
The examiner is unsure as to whether or not item 2 is being sold at the 
store, is being brought into the store, or is just a random item that happens 
to be in the store. 

• Comparing ID 1 of RFID 1 and ID 2 of RFID 2. The examiner is unsure as 
to why this is being done since nothing comes of the comparison. That is 
to say, what are the results of the comparison used for, if any results are 
attained? 

• Discovering a third identification (ID 3) found on item 3, which is 
associated on a RFID (RFID 3), within ID 2 of RFID 2. The examiner does 
not understand how this is accomplished. How can another ID for a 
completely different item be associated on another completely different 
item that has its own ID? What is even more confusing is that in claim 11, 
the examiner is uncertain as to whether it is ID 2 or ID 3 is not within ID 1 , 
which renders the result of the comparing step of no use. Further still, in 
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regards to claim 1 1 , the examiner is uncertain as to role of ID 4 found on 
RFID 4 on item 4. Item 4 being a completely different item. 
• Ignoring ID 3. If it is being ignored how is ID 3" affecting any of the 
previous steps, e.g. how is step d accomplished? 
As a result, the examiner is uncertain as to what to search for. For the purposes 
of the examination, the examiner will assume that the invention is as follows: 

The identification of an item is stored in a computer system and at the point of 
purchase the item is the scanned in order to acquire its identification; the identification 
being transmitted from an RFID found on the item. Once the item has been purchased, 
the RFID will then emit a modified identification indicating that the item has already 
been purchased and the customer is then able to safely exit the store. 

In the event that a shopper walks into a store with an item that contains an RFID 
device, a check is made at some point after entering the store as to whether or not the 
item has already been purchased. An example of such a scenario is when a customer 
walks into a store with an electronic device that contains an RFID on it. The electronic 
device being an item that was not originally brought at the store that the customer has 
walked into. If the item triggers the alarm of the store, the item is then scanned to 
determine whether or not the item was stolen from the store by comparing its 
identification to those stored in the store's computer. 

Claim Rejections - 35 USC § 102 
9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 14- 21 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Johnsen (US Patent 5,151,684). 

11. In regards to claim 14, as best understood by the examiner, Johnsen discloses 
a system for distinguishing items for sale by a store from items brought into the store by 
a shopper comprising: 

a label reader for reading radio frequency identification labels on items the 
shopper possesses (Column 6-7 Lines 67-1); and 

a computer for obtaining identification information from first radio frequency 
identification labels on the items the shopper possesses from the label reader, for 
comparing the first identification information to second identification information 
associated with the items for sale by the store, for determining third identification 
information within the first identification information which is associated with third radio 
frequency identification labels on third items, and for ignoring the third identification 
information as being associated with the items brought into the store by the shopper 
(Column 2 Lines 59 - 68; Column 5 Lines 20-31; Column 6 Lines 1 - 31). 

12. In regards to claim 15, as best understood by the examiner, Johnsen discloses 
wherein the computer comprises a transaction computer (Column 3 Lines 41 - 51). 

13. In regards to claim 16, as best understood by the examiner, Johnsen discloses 
wherein the computer comprises a security computer (Column 5 Lines 20 - 31). 
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14. In regards to claim 17, as best understood by the examiner, Johnsen discloses 
wherein the computer determines that the third identification is not within the second 
identification information (Column 2 Lines 59 - 68). 

1 5. In regards to claim 18, as best understood by the examiner, Johnsen discloses 
wherein the computer determines that the third identification is within the second 
identification information, but determines that the third items were previously sold 
(Column 2 Lines 59 - 68). 

16. In regards to claim 19, as best understood by the examiner, Johnsen discloses 
wherein the computer also determines fourth identification information within the second 
identification information which is associated with fourth radio frequency identification 
labels on the fourth items which are included within the first items for sale, and includes 
the fourth items in a transaction involving the shopper in the store (Column 2 Lines 59 
- 68; Column 3 Lines 15 - 51). 

1 7. In regards to claim 20, as best understood by the examiner, Johnsen discloses 
wherein the computer also stores an indication that the fourth items were sold (Column 
2 Lines 59 - 68; Column 3 Lines 15-51). 

1 8. In regards to claim 21, as best understood by the examiner, Johnsen discloses 
wherein the computer also purges the fourth identification information from the second 
identification information (Column 2 Lines 59 - 68; Column 3 Lines 15-51). 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

20. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

r 

Johnsen (US Patent 5,151,684) in view of Applicant's Admitted Prior Art (AAPA). 

21 . In regards to claim 1 , as best understood by the examiner, Johnsen discloses a 
method of distinguishing items for sale by a store from items brought into the store by a 
shopper comprising the steps of: 

a) storing first identification information associated first radio frequency 
identification labels on first items for sale by the store (Column 3 Lines 33 - 34); 

b) obtaining second identification information from second radio frequency 
identification labels on second items by a label reader in the store (Column 3 Lines 41 
-45); 

c) comparing the second identification information to the first identification 
information (Column 3 Lines 46 - 51); 

d) determining third identification information within the second identification 
information which is associated with third radio frequency identification labels on third 
items (Column 3 Lines 16 - 23); and 

However, Johnsen fails to disclose: 

e) ignoring the third identification information as being associated with the 
items brought into the store by the shopper. 

However, AAPA discloses that it is old and well known to have RFID labels 
permanently attached to merchandise items (Background of the Invention H 3). 
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Although, Johnsen discloses that the tag is removed upon purchase Johnsen 
discloses that the surveillance system is capable of monitoring RFID devices in the 
store as well as tracking which items have been purchased (Column 5 Lines 20-31; 
Column 6 Lines 1-31; Column 8 Lines 56 - 61). One skilled in the art would have 
found it obvious that the system as disclosed by Johnsen would also pick up any other 
RFID device in the vicinity of its surveillance sensors and determine whether or not it is 
part of its database in order to determine if any theft has occurred in the event that the 
RFID device was not reprogrammed to "sold." Further still, if the system does not 
register the RFID device when comparing it to what is stored in its database it would 
obviously ignore the RFID device and continue on monitoring the rest of the store. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention to modify Johnsen in view of the teachings of AAPA to also 
monitor any other RFID devices that come within the vicinity of the surveillance sensors 
in order to determine if any theft has occurred. 

22. In regards to claims 2-3 and 12-13, as best understood by the examiner, 
Johnsen discloses wherein step e) comprises the step of: 

e-1) leaving the third identification information out of a transaction in the store 
(Obviously included in that if the third identification information is being ignored 
it would not be picked up by.any sensors in the store and would further result in 
having the item omitted from any transactions as well as any security checks). 

23. In regards to claims 4 - 10, as best understood by the examiner, Johnsen 
discloses further comprising the step of: 
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f) [Claim 4] determining fourth identification information within the second 
identification information which is associated with fourth radio frequency identification 
labels on the fourth items which are included within the first items for sale 

g) [Claim 5] including the fourth items in a transaction involving the shopper 
in the store 

h) [Claim 6] storing an indication that the fourth items were sold 

h) [Claim 7] purging the fourth identification information from the first 
identification information 

g) [Claim 8] determining that the fourth items were not paid for during a 
security check in the store 

d-1) [Claim 9] determining that the third identification information is not within 
the first identification information 

d-1) [Claim 10] determining that the third identification information is within the 
first identification information; and 

d-2) [Claim 10] determining that the third items were previously sold. 

(Obviously included in that Johnsen discloses that the invention is capable 
of monitoring several items at one time and able to update any information 
pertaining to those items, such as whether they have been sold, stolen, or being 
transported from one location to another. [Column 2 Lines 59 - 68; Column 3; 
Column 5 Lines 20 - 31 ; Column 6 Lines 1 - 31 ; Column 8 Lines 56 - 61 ; Column 
11 Lines 1-40]). 
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24. In regards to claim 11 , as best understood by the examiner, Johnsen discloses 
a method of distinguishing items for sale by a store from items brought into the store by 
a shopper comprising the steps of: 

a) storing first identification information associated first radio frequency 
identification labels on first items for sale by the store (Column 3 Lines 33 - 34); 

b) obtaining second identification information from second radio frequency 
identification labels on second items by a label reader in the store (Column 3 Lines 41 
-45); 

c) comparing the second identification information to the first identification 
information (Column 3 Lines 46 - 51); 

d) determining third identification information within the second identification 
information which is not within the first identification information and which is associated 
with third radio frequency identification labels on third items (Column 3 Lines 16-23; 
Further still, as best understood by the examiner, the third identification 
information would obviously not be associated with the first identification 
information since the third identification is associated with a third item and the 
first identification information is associated with a first item [see also 112, second 
paragraph, rejection above].); and 

e) determining fourth identification information within the second identification 
information which is within the first identification information and which is associated 
with fourth radio frequency identification labels on the fourth items which are included 
within the first items for sale (Obviously included in that Johnsen discloses that the 
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invention is capable of monitoring several items at one time and able to update 
any information pertaining to those items, such as whether they have been sold, 
stolen, or being transported from one location to another. [Column 2 Lines 59 - 
68; Column 3; Column 5 Lines 20-31; Column 6 Lines 1 - 31; Column 8 Lines 56 
- 61 ; Column 1 1 Lines 1 - 40]); 

f) determining that the fourth items were previously sold (Obviously 
included in that Johnsen discloses that the invention is capable of monitoring 
several items at one time and able to update any information pertaining to those 
items, such as whether they have been sold, stolen, or being transported from 
one location to another. [Column 2 Lines 59 - 68; Column 3; Column 5 Lines 20 - 
31 ; Column 6 Lines 1 - 31 ; Column 8 Lines 56 - 61 ; Column 1 1 Lines 1 - 40]); and 

However, Johnsen fails to disclose: 

e) ignoring the third and fourth identification information as being associated 
with the items brought into the store by the shopper (Column Lines ). 

However, AAPA discloses that it is old and well known to have RFID labels 
permanently attached to merchandise items (Background of the Invention J 3). 
Although, Johnsen discloses that the tag is removed upon purchase Johnsen 
discloses that the surveillance system is capable of monitoring RFID devices in the 
store as well as tracking which items have been purchased (Column 5 Lines 20 - 31; 
Column 6 Lines 1 - 31 ; Column 8 Lines 56 - 61). One skilled in the art would have 
found it obvious that the system as disclosed by Johnsen would also pick up any other 
RFID device in the vicinity of its surveillance sensors and determine whether or not it is 
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part of its database in order to determine if any theft has occurred in the event that the 
RFID device was not reprogrammed to "sold." Further still, if the system does not 
register the RFID device when comparing it to what is stored in its database it would 
obviously ignore the RFID device and continue on monitoring the rest of the store. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of the invention to modify Johnsen in view of the teachings of AAPA to also 
monitor any other RFID devices that come within the vicinity of the surveillance sensors 
in order to determine if any theft has occurred. 

Conclusion 

25. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure can be found in PTO-892 Notice of References Cited. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gerardo Araque Jr. whose telephone number is 
(571)272-3747. The examiner can normally be reached on Monday - Friday 8:30AM - 
4:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 
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